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□ Responsive to communication(s) tiled on 

□ This action Is FINAL 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 1_ 



_/ month(s), or thirty days, whichever 

Is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 1-15 



Is/are pending in the application. 



Of the above, claim(s) 

□ Ctaim(s) 

□ Claim(s) 

□ Claimls) 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



Kl Claims 1-15 



are subject to restriction or election requirement. 



Application Papers 

Kl See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

Kl Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
□ All □ Some* Kl None of the CERTIFIED copies of the priority documents have been 
Kl received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
•Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 
Kl Interview Summary, PTO-413 

Kl Notice of Draftsperson*s Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DETAILED ACTION 



Election/Restriction 



Restriction to one of the following inventions is required under 35 U.S.C. 121 : 



Claims 1 to 8 and 13 to 15, drawn to a process for forming a plate including a 



titanium material, a copper material, and a tertiary metal by holding the materials at 



an appropriate temperature to obtain welding, classified in class 228, subclass 



101-h. 



11. Claims 9 to 12, drawn to a titanium-copper composite plate having a titanium 
material, a copper material, and a tertiary metal, classified in class 428, subclass 



The inventions are distinct, each from the other because: 

Inventions 1. and 11. are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product; or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case, the 
product as claimed can be made by another and materially different process such as uniting the 
three metal layers by adhesive bonding between each set of layers or by roll-bonding all three 
layers together instead of a heating/welding operation. While it is noted that claim 9 is a product- 
by-process claim and incorporates the same process steps as described in process Group L, a 
product defined by the process by which it can be made is still a product claim {In re Bridgeford, 



660. 
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149 USPQ 55 (CCPA 1966)) and can be restricted from the process if the examiner can 
demostrate that the product as claimed can be made by another and materially different process 
such as the alternative process described above. See In re Brown, 173 USPQ 685, and In re 
Fessmann, 180 USPQ 324, for analysis of weight given to process step recitations in product 
claims. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

A telephone call was made to Lyman Smith, applicants' attorney, on March 2, 2000 to 
request an oral election to the above restriction requirement, but did not result in an election being 
made. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1 .48(b) and by the 
fee required under 37 CFR 1.1 7(i). . 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Robert Koehler whose telephone number is (703) 308-1974. The Examiner 
can normally be reached on Tuesday to Friday from 8:30 AM to 6:00 PM. The Examiner can also 
be reached on altemate Mondays. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Deborah Jones, can be reached on (703) 308-3822. The fax phone number for this 
Art Unit is (703) 305-5436. Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the Technology Center receptionist whose 
telephone number is (703) 308-0661. 



Robert R. Koehler 
Patent Examiner 
Art Unit 1775 

March 2, 2000 



